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D jca DaJ (512) S4M&22 
Din«fe(StZ) 236*3314 



DATE: 



TO: 



TO: 



PAGES: 
FROM: 



May 6, 2003 

Glenn A. Ballard, Jr. 
Bmcewcll ft Patterson 



Marc Labgold 
Kevin M. Bell 
Penan Boggs (VA) 

Richard J. Oparil 
Paoon Boggs (DC) 



( including Ait ousaiml page) 
David P. Blaake 



FAX: 713.221.1212 

PHONE; 713.223.2900 

FAX: 703.744.8001 

PHONE: 703.744.8000 

FAX; 202.457.6315 

PHONE: 202.4S7.6000 
CLIENT/MATTER: INV850/ 13000 



MESSAGE: David BUniu'i 05/06/03 Utter farther retpoadiag to 04/14/03 Oparfl letter. 
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VINSON *fiUONS U-P. 



Efcvid P.Bkakc 

Own Dial (512) M2-862: 
Dined fex (51?) ZKOJM 



May6 f 2003 



By Fax 

Mr. Richard J. Oparil 
Patton Boggs L.L.P. 
2550 M Street NW 
Washington, DC 20037 



Re: Baylor College of Medicine, et al v. Clontech Laboratories, Inc.; 



Dear Richard: 

I am further responding to your April 14 letter. Earlier I wrote regarding the Ruobo 
Zhang exhibits. As to the "808 continuations, we will be producing the non-privileged 
documents on this issue In the meantime, I am providing the accompanying preliminary 
amendment and notice of allowance from the PTO. 



attachment 

c: Glenn A. Ballard, Jr. {by fax; w/atr ) 
Kevin Bell (by fax; w/att.) 
Tracey B. Oavics [Firm; Wo an.] 
M. Michelle Muller {Firm; Wo oxl] 
Jason M. Powers [Firm; w/o an.] 
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UNITED STATES DEPARTMENT OF COMMERCE 



Pttent and Trademark Office 

Adfes: ASSSTA^COWMSSO^FORPATBirS 

vtasr«gDn,acaaai 



[APPLICATION NOJ 


FILING DATE 


FIRST NAMED INVENTOR/ 


ATTORNEY DOCKET NO. 


L CONTROL NO. 




PATENT IN REEXAMINATION 





EXAMINER 



ART UNIT 



PAPER 



47 



DATZMaOO: 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Paum* and Trademarks 



— S«c <TT»rhc<^" 



PT0-e0CCR*O-eS) 
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Ateftee of Allowability 



Application No. 
09/122.364 


Applicant) 
EUEDGEET AL. 


Examiner 
James S, Ketter 


An unit 

1636 





AU ^_ - T7>t UAlUNQ OATBqTWs ccmmunhenlon *ppw$ on tfte opw s/wef with me wrmsDotfdtAce addim- 
A« Vtimtrtw allowable, PROSECUTION ON THE ME8TTS|S(0R REMAINS) CLOS^Q^^^^^^S^ 

^ceMM^ THIS 

AlUW^UTYB N0T * GRANT OF PATENT RIGHTS. TTus appdeaoon is subject to wiwravj tam tewaVt ma Initiative 
of the Office or upon petfcon by ma appGcant Sea 37 CFR 1.313 and MP£P 130& ^ t85Ufl 31 ™ w™** 

1-g Ttm oommunicatfon ia responsive to me amendment of 10002 ^ ma /as n/.V4*» 

2. IS The aflowca aaimis) is/are 43^. 

3-0 Tna drawimn Sad on 20 M«/cft 200f am a^N»pm/i ry m« 

4. □ Acknowledgment It made of a claim far foreign priority under 55 u AC. § 1 i9(a)-(oj or ff). 

a)QAtt b)PSomo' cjPNone ofme: 

l.C^Centted copies of the pnonty cttcuroanla have been received. 

2- □ Certified copies of the priority documents have been received in Appieation No. 

□ Cepieo of the eertSed eoowe of ttm priority document* h*v« neon reenwa m vile national stage epp&caiion from me 
International Bureau (POT Rule 17.2(a)). 
* Camfed oopfee not reeetvad: 

5. □ Acknowledgment ia made of a claim far domes*: priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

la) Q The translation of the foreign Jang wage provisional application has been received. 
8, H Acknowledgment to made of a claim far domestic priority under 35 U.S.C. $§ 120 and/or 121. 

Wfcam nas THREE MONTHS FROM THE "MAILING DATE" of mis communication to file a reoiy oomoMno with tha n^^^ 
Falure to timely comply will result In ABANDONMENT of this eppM. THJa^RS^^ 

NFO^^StS^ N °* ** W8Ct * a EXAMINER'S AMENDMENT or NOTICE OF 

firuKMAL patent APPLICATION (PTO-152) which gives reesoo(s) why the oath or declaration is deftoem. 

3. □ CORRECTED DRAWINGS must be subrnined. 

(a) D induping changes ro»«rcd by tha Notice of DrcftoeraQn^ Pot*nt Drying ( enrft^ )ytmcrt(>d 

1) □hereto or 2) □ to Paw No. 

(b) Q *k*<^ changes mquto^ , which nas oeen approved by me Examiner. 

(c) □ induct** changes required by the attached Examiner* Amendment / Comment or in ma Office action of Paper No. _'_ 

SS!^ tee. 37 era 1 jw<c)) thoUd oe written on the dm*** hi the top margin (not tr» tacto 

oroecheMtt. The drawing* should be <»eda»aeepeTOp*^wW>»tnw«mit* 

f^£ B r°f!I5 F ^!^ ^formation about me deposit of biological material must be submitted Note me 

machad Exammers comment regard** REQuiRaflENT FORTHE DEPOSIT OF BIOLOGICAL ^UrSttAL. 



Utachmeot<«) 

I Q Nofee of References Cited (PTO-892) 
O Note* of Drvftporcon^ Patent Drawing Rwfew (PTO-04B) 
iB Information Pisooaure Stsnememe IPTCM449), Paper No. J'V L % vr. 
'□ Examlnere Oommant Regarding Requirement far Deposit 
of Btologlooj Muriel 



2P Nodes of Infernal Patent Application (PTO-152) 

4Q Interview Summary <FTO-*13), Pvper No. . 

SQ Examiner's Amanomem/Comment 

ad Examiner* Statement of Reasons far Artowanea 

eOOther 
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PRIMARY EXAMINER 
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Uwirgp States tVi^r ^ lb^^ rr ^ 



NOTICE OF ALLOWANCE AND EE*(S) DOE 



Jis« Tin wanm 

VINSON &EUCINS, LX.P. 

>ooi fannin street 

23 0O FIRST CJTY TOWER 
HOUSTON, TX 77008.6760 




EIVED 

2 8 2003 



[ 



KBTTCK. J AMES S 



IftSccketOttic* 

Vinson & Elkin* 



teTs mailed- o*vn/ioos 



| ATTQRftgVDQCXJT WO. I 



TTTUOT 



WVBMTtOW: KAW SUBCLOMENG USOfQ Sl7I«lrSCxnC 



4340 



I Aifucw e i iMAttpfTTTY | m j$m I — watKUTOiffn 1 — W., — i . 



TBEISSUlrftC 

Mailing ©ate 



w^tWoto^rt^^ 



HOW TO RIH.Y TO THIS NOTICCi 
L Review tbe SMaLL BNTTTV »*» stews above. 

^t^NTrrySL u rt0WB mYES -^^««c. 

Ajtf *b iww is A« «mc, jmy tb. TOTAL FE8(S) DUS she** 

SiClSSi?? U cta0 *! a i?!3rJ? e PUBLICATION PEE (if mquinA 
\&Z2?J" S B0MW °J I ? SW *** sbowa above as* sott* du 
Umted Stat* Patent and Tndeoark Office of the d^nmU 



If die SMALL ENTITY U tbown at NO: 
A. Pay TOTAL FR8($) DUS tbo*n above, ox 

If «PpUnw ctabiwd SMALL ENTITY rams beibra or k now 

0 &^%.^^«* 



Jw«gWw SMALL ENTITY cans. 
Pass 1 of 4 
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PART B - PEE(S) TRANSMITTAL 
Complett «Ad tend Uui form, legttktr Wltri apptinbto fe^j), r>: Mjfl Sax ISSUE FU 

CommlMiaw for **u*u 
WggSIPfcO-C. 20231 
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f iW H»MED IWVEHTOR 



VINSON & ELKtNS, LJ..P. 
1001 FANNIK STREET 
2300 FIRST CITY TOWER 
HOUSTON, TX 77002-4760 



8AY1S64-010OP 



c 



O40 



£XAMJHER 



kctter, jambs $ 



j 



Determination «f P«fc»f Term AdjlUtxnast under 35 UJS.C. 194(b) 
(applte»d«a filed en cr after May 39, 3000) 



S SS^^^ST*" W *T 18 0 5"* * 0,1 *• *» *« » ^mojtfustothsiiiaifo* 

dae , of this aooce and the paxm: issues on the Tuesday before the da* due is 28 weeks (six and a h^outfuUfS 
the mailing date of ibis notice, the term adjustment will be Odsya. «»»nau nouns.) aner 

? *f ^ nTimKd P»««ut»a application (CPA) was filed is the above-identified application, the rHine date that 
dewnau»pattmteraadjustmem^ ruing oate mat 

ffi^^/SJ^S ^ ia&n,mi0n by p8teIU A***- ***val 

^^AdS^a^S^" * "* U,,Bem should be directed to the Office of 



PTOUgJ (REV. 04-40) Affm^fer M a»«<*0l/>UU0t 
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UfffTSP Stores fororr a?^ Trademark Qfricy 
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HUNG DATS 



nrnNAMtDwv&noR 



OWIZUU 



07/M/im 
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VINSON & EUONS, LXJ. 
1001 FANNIN STREET 
2300 FTfcST CITY TOWER 
H OUSTO N, XX 77002*6760 
UNITED STATES 
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KETTEA, JAMES S 



ait unit 
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DATE MAlLfiD: 04/22/2 D03 



Notice of Fee Increase on January 1, 2003 

* If* reply** "Notice of Allegiance ^ l, 2003. fcea the 

mount due will be higher than that set ferth ta Ac "Notice of Allowance Fee(e) Due 11 since there will be an uictease 
If ^-^fl™ 0 * Jgmw *' 2Q05 ' SflnEerifliffli of gamut and Trademark F«« for Fiscal Year p.u *f 

Re* 70847, 70849 (November 27, 2002). 



The current fee schedule is accearihto from! fctm^/www.ii^to ^/mMm^tnf^.hrm 

If^lsnie.fbep^istheainouni&howuiraUtf of Albwgneei^F6e(s)Due > * , faaitnox theeocxect amount 

ia view of the fee i nc r eas e , a •Notice to Pay Balance of Issue Fee" will be mailed to applicant la order to avoid 
proteasing delays asso ciated with mailing of a "Notice to Pay Balance of Issue Pee," if the response to As Notice of 
Allowance and F*e(s) due fenu U to be filed on or after Jsnuary 1, 2003 (or nulled with a certificate of staffing oo or 
after January 1, 2aXO), the issue fee paid should b* fee fee ^ 

previously paid, and *e response to tbe "Notice of Allowance and Fee(s) Due* InrhvHt a tequaat to apply a 
previously-paid issue fee to the issue fee new due, then the difference between tbe issoc fee amount at tbe time the 
response b filed and tbe previously paid issue fee should be peid. SSB Manual of Patau* Examining Procedure, Section 
1301.01 (Eighth Edition, August 2001). 

Qucsuous relating to issued 
of the Office of Patent Publication at (703) 305-8283. 
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MNSON fcELDNS LU. 

noonorcisxAa txohao 



DwaDaJSl2*S42-$446 



October 3, 2002 



Assistant Commissioner for Parents 
Washington D.C, 2023} 



cxuTtFiCAtE or fACsoSEi 

rb,i,i inn ^idL^T 
&w TtaabyS. Coder 



Jte: Ki Patent Application SNQ9/J22.384 "Rapid Subdaning Using Stte-Sptcific 
Recombination, " by Elkdge « oil 

jtm»Mp £oc*« M>.: M7ii6/4-010aP/26OO0; Client Rtf: OTA # 97-27 
Confirmation No. 4340 



Sir. 



Enclosed for filing in the above-rtferenced patent application is a Prdinnnary 
Amcndmcra for filing in the above-roftcCQccd parmi application. 

I*k ^^ ievc<i that no foe Is due; however, should any fees under 37 OF.JL g§ 1.16 to 1.21 
be required for any reason, the Assistant ComTnisiinner is authorized to appropriately deduct or 
credit the requisite amount from Vinson & Bikini L.LP. deposit account No. 
22^6^BAYU674-0l0OP/36000. • 



ly submitted, 




'S. Corner 
Reg.No.SMM 

9282:5588 
Enclosure 



»raa.i.poe 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Stephen J. Elledge et al. 
Serial No.: 09/122,384 
Filod: July 24, 1908 

For: Rapid Subcloning Using Site>Specifc 
Rocomhinaaoa 



Group An Unit 1636 
Examiner J.Ketter 

Any. Diet No.: BAY1 36/4-1 0COV360OO 
Confirmation No. 4340 



csanncATB or vacsmox 



OOuiaactorfBwcatMre^JL flJ. 
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PRELIMINARY AMENDMENT 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir 

In advance of pro s ec ution, the FwirniiKT is requested to please amend the above' 
captioned application as fellows: 

AJfflBHPMBNT 

A. In tb* Claims; 

Please cancel all pending claims, i.e. claims 1-20, 26, 30-35, and 37-42, and enter the following 
new claims: 



43. A composition comprising a glut&diioz^S-aans&nuc-Cre^iBcambinaae . fusion 
polypeptide. 



siunjjioc 
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44. The composition of claim 43, wherein the polypeptide has an amino acid sequence 
according to SEQ ID NO:l 1. • 



45. The composition of claim 43, wherein the composition comprises an crayrae activity 
with a Crerecomhinase efficiency of about 16.8% per microgram of protein. 



46. An isolated nucleic add molecule comprising a coding region wherein the coding region 
encodes a ghaathione^transfaase-Cre^^^ flision polypeptide. 



47. The nucleic acid molecule of claim 46, wherein the coding region comprises the nucleic 
add sequence of SEQ ID NO: 10. 



48. The nucleic acid m o le cule of claim 46, wherein the isolated nuclric add molecule is an 
expression vector. 



49. The nudric add molecule of daim 46, wherein the coding region is opciativdy linked to 
a promoter effective to direct expression of a glutatbioae-S-tranaferase-Cre rccombinase 
fittiou polypeptide. 



50. The nucleic add molecule of daim 49, wherein die promoter is an inducible promoter. 

51. The nucleic acid of claim SO, wherein the promoter is the tac promoter. 

52. AhostceQcoiujrisingiheixaclekacid 

. ■ 

53. Ahost edl compridag the nuddc add molecule of daim 49. 

34. The host cell of claim S3 9 wherein die host cell expresses a Ore recombinase activity. 

stmUDOc n 
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55. T^hQstcenofclaim53,fti^er4efeiedasanE.colicelL 



56. A bacterial cell engineered to express a glutaihiono-S-transfera«c-Cre-recombfnase fusion 
polypeptide. 



57. The bacterial cell of claim 56, wherein the polypeptide has an «H™ add seauence 
according to SEQ ID NO:l l. ^ 



58. A method of producing a glut«bjone-S-m«ns!bmo<^ieoombmase fusion polypeptide 

obtaining ao expression vector comprising a coding region encoding a gmtathione-S- 
txat«fi^e<Cre<ecori»ina^ 

gan^fhrming or transfecring the vector into a cell; and 

growing the cell under conditions effective to express a glurathione^S-transrerase^ro. 
recombinase fusion polypeptide. 



59. The method of claim 58, further comprising isolating me gluwruoi^S-mmsferase-Cre- 
recomblnase fusion polypeptide. 



60. Thernemod ofclaro 59, wherein isolating me polypeptide comprises glutathione afBnity 
chromatography. 



61. A method of rec omhinin g nucleic add segments, wherein each segment comprises a tor 
site specific recombinase site, me method comprising contacting the nucleic add 
segments with a glutamionc-S«transleraso-C^ fusion polypeptide. 



62. The method of claim 61, wherein the polypeptide has an amino add sequence acoordina 
toSEQS>NO:U. 



3 
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63. A composition comprising a ^TOthicme-S-imsf^o-Cn>-tccombinase fusion 
polypeptide and one or more nucldc acid molecules, wherein flic nucleic acids comcrise 
a site specific reeomblaase ate. *^ 



64. The exposition of claim 63, wherein at least one of said nucleic acid molecules 
comprises a lax recombination site upstream in a 5' to V orientation ftora an acid 
encoding region. 



65. Toe composition of claim 63, wherein as least one of said nucleic acid molecules 
comprises a transcription regulatory element upstream in a 5* to 3' orientation of a lox 
rocombinase site. 



66. ThecompwuTOofctom 

/axP23, lc&S\ 1, /axB, toC2, laxL, /acR. tad86, /axd 1 17, or /a*H site. 



67. The oomposinon of claim 65 wherein the lox recombinasc site is a leaf. &«P2, tecP3 
to*P23, /fflrPSU, hxB, hxC2, hxL, laxR, /osd86, tadl 17, or /oxH site. 



68. The composition of claim 64, wherein the ammo acid encoding region is a member of a 
nucleic add library. 

The claims in this preliminsry amendment do not add new matter to the application and 
their entry is therefore respectfully requested. Support for me claims may be found throughout 
the Specification and at least in Example 3 feund on page 47. 

IV. cowcLimnN 
Applicants respe ctf ull y submit thai the present application and all claftm qre in <xrndttion 
for irmneoMte allowance and eariync^ to It in the opinion 

of the Examiner, a phone call may help expedite pros«cution of this aj^Kcation, ttie Exatniner Is 
invited to contact the undersigned representative at (512) 542-8446. 



31l273_J.OOC 
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IX is believed that no foe is due; however, should any fees under 37 C.F.R. §§ 1.16 to 1.21 
be required for any reason, the Assistant Commissioner is authorized to deduct add fees from 
Vinson & Efldns LX.P. Deposit Account No. 22-036S/BAY136/4-10CIP/36OOQ. 



Vinson & F.Tkins LLP. 
2300 First City Tower 
1001 Fannin 

Houston, Texas 77002-6760 
512/542-8446 

Date: October 3, 2002 



y submitted, 




Reg. No. 38,414 
Agent for Applicant 



S1U73J4CC 
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